
Goals for Class 4
• Understand basics of fundamental IP

– Validity requirements
– Rights obtained

• General feel for :
– What types of IP are good for what intangibles
– Cost/time to obtain



Originality

Copyrightable
| |

Fixation

Expression/Not Idea

Copyright – (1) Validity









Rights to 
Exclude?

•Reproduce

•Derivative Works

•Public 
Performance

•Public Display

Copyright – (2) Rights



Copyright	– Defense	-- Fair	Use
“.	.	.	.	In	determining	whether	the	use	made	of	a	
work	in	any	particular	case	is	a	fair	use	the	factors	to	
be	considered	shall	include—
(1)	the	purpose	and	character	of	the	use,	including	
whether	such	use	is	of	a	commercial	nature	or	is	for	
nonprofit	educational	purposes;
(2)	the	nature	of	the	copyrighted	work;
(3)	the	amount	and	substantiality	of	the	portion	
used	in	relation	to	the	copyrighted	work	as	a	whole;
(4)	the	effect	of	the	use	upon	the	potential	market	
for	or	value	of	the	copyrighted	work.”	§ 107



• Authors	Guild	v.	Google
• Copied	books	to	create	database
• Searchable
• Snippet	View

Copyright	– Defense	-- Fair	Use



• Anti-Circumvention	Protection

Copyright	– DMCA



Patentable Subject Matter --§ 101

Patentable
| |

Utility --§ 101

Novelty --§ 102

Non-obvious 
--§ 103

Disclosure 
Req. –
§ 112



Patents –§ 101 -- Exceptions 

• Three judicial exceptions (Not patentable 
subject matter)
• laws of nature
• natural phenomena
• abstract ideas



Filing DateInvention Date

Patents – NEW § 102(a) – Novelty

“before . . . filing date”



Filing DateInvalidating
publication

from
inventor

Patents – NEW § 102(b) – Novelty

“1 year or less”

OK 
publication 

from 
inventor



Patents – Obviosness

=?  ObviousGAP



Patents –Infringement

✔

✔✖

✖

• “[W]hoever without authority makes, uses, 
offers to sell, or sells any patented invention, 
within the United States, or imports into the 
United States any patented invention during 
the term of the patent therefor, infringes the 
patent.”  35 U.S.C. § 271(a)

• must have every element to infringe
• extra elements are irrelevant

• if use “comprising” language



Patents – Literal Infringement

✔

✖

✖



Patents – Design Patents

✔

✖

✖



✔

✖

✖



Trade Secret – (1) Validity
• Three requirements to have a protectable

(valid) trade secret:

• Must be a secret

• Must have value

• Owner must exercise reasonable efforts
to maintain secrecy



Trade Secret – (2) Misappropriation



Trade Secret – (3) Reverse Eng’g



Distinctiveness

Trademarkable
| |

Use in Commerce

Priority



Trademark—Spectrum	of	Distinctiveness

Generic Descriptive Suggestive Arbitrary 
or Fanciful

Never	
Distinctive

Can	Acquire	
Distinctiveness	(Secondary	

Meaning)
Inherent	Distinctiveness

Decreasing Distinctiveness



Trademark	– Trade	Dress
• Examples



Trademark	– Likelihood	of	Confusion
• Gateway	questions:

• compare	goods/services	at	issue
• If	compete	for	sales,	just	look	at	

similarity
• If	related,	but	not	competitive,	look	at	

all	factors
• If	completely	unrelated,	no	LOC



Trademark	– Likelihood	of	Confusion
• Confusion	as	to	Sponsorship
• Initial	Interest	Confusion
• Post-Sale	Confusion
• Reverse	Confusion



Trademark	– Likelihood	of	Confusion



Trademark	– Dilution
“(c)	Dilution	by	blurring;	dilution	by	tarnishment
(1)	Injunctive	relief	.	.	.	the	owner	of	a	famous	mark	
that	is	

,	shall	be	entitled	to	an	injunction	
against	another	person	who,	at	any	time	after	the	
owner’s	mark	has	become	 ,	commences	use	
of	a	mark	or	trade	name	in	commerce	that	is	

of	the	famous	mark,	regardless	of	the	
presence	or	absence	of	actual	or	likely	confusion,	of	
competition,	or	of	actual	economic	injury.”	§ 43	



Trademark	– Dilution



Protection	by	Contract
• Private	Law	– Define	Rights	via	License/	

Contract

• Ability	to	contract

• Need	for	mutual	assent
• Avoid	p[reemption	


















